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DETAILED ACTION 

This action is responsive to communications: Affidavit filed 26 May 2009. 
Claims 1-43 are pending in this case. Claims 1,15, 20, 28 and 37 are 
independent claims. 

Examiner's Note 

The Examiner notes that two independent 35 USC § 103 Claim Rejections 
regarding claims 1-43 has been set forth, page 7 and page 44 respectively of the 
current office action. See below. 

Applicant's Response 

In Applicant's response dated 26 May 2009, Applicant filed an Affidavit under 37 
C.F.R. 1 .131 in response to the rejection dated 24 Sep. 2008. Applicant did not submit 
any claim amendment(s). 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 26 May 
2009 has been entered. 
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Response To Affidavit under 37 C.F.R. 1.131, filed 26 May 2009 

The Affidavit filed on 26 May 2009 under 37 CFR 1 .131 has been considered but 
is ineffective to overcome the effective filing date of the Lazareck et al. reference. 

The evidence submitted is insufficient to establish a reduction to practice of the 
invention in this country or a NAFTA or WTO member country both prior to, and after 
the effective date of the Lazareck et al. reference, up to the date of constructive 
reduction to practice (i.e. filing date of Application Serial No. 1 1/519642). 

In addition, the evidence submitted is insufficient to establish diligence from a 
date prior to the date of reduction to practice of the Lazareck et al. reference to either a 
constructive reduction to practice or an actual reduction to practice. 

Along with the said affidavit, Applicant submits Exhibit A, Exhibit B and Exhibit c 
as proof of allege assignment of the present application on May 26, 2009. Although 
Applicant has not explicitly stated such, the Examiner interprets Applicant's submission 
of alleged proof of assignment as an attempt to prove conception of the present 
invention prior to the effective date of the Lazareck et al. reference. 

Without making any determination as to whether or not Applicant has proven 
conception based the evidence submitted, the Examiner notes, MPEP 715 discloses, 
"Where one or more of the named inventors of the subject matter of the rejected 
claim(s) (who had originally signed the oath or declaration for patent application under 
37 CFR 1 .63) is now unavailable to sign an affidavit or declaration under 37 CFR 1 .1 31 , 
the affidavit or declaration under 37 CFR 1 .131 may be signed by the remaining joint 
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inventors provided a petition under 37 CFR 1 .183 requesting waiver of the signature of 
the unavailable inventor be submitted with the affidavit or declaration under 37 CFR 
1 .1 31 . Proof that the non-signing inventor is unavailable or cannot be found similar to 
the proof required for a petition under 37 CFR 1 .47 must be submitted with the petition 
under 37 CFR 1 .183 (see MPEP § 409.03(d)). Petitions under 37 CFR 1 .1 83 are 
decided by the Office of Petitions (see MPEP § 1002.02(b)). 

37 CFR 1.131(b) provides three ways in which an applicant can establish prior 
invention of the claimed subject matter. The showing of facts must be sufficient to 
show: 

• reduction to practice of the invention prior to the effective date of the reference; 
or 

• conception of the invention prior to the effective date of the reference coupled 
with due diligence from prior to the reference date to a subsequent (actual) 
reduction to practice; or 

• conception of the invention prior to the effective date of the reference coupled 
with due diligence from prior to the reference date to the filing date of the 
application (constructive reduction to practice). 

The declaration fails to establish possession of the whole invention claimed . The 
37 CFR 1.131 affidavit or declaration must establish possession of either the whole 
invention claimed or something falling within the claim (such as a species of a claimed 
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genus), in the sense that the claim as a whole reads on it. In re Tanczyn, 347 F.2d 830, 
146 USPQ 298 (CCPA1965). 

The affidavit or declaration and exhibits must clearly explain which facts or data 
applicant is relying on to show completion of the claimed invention prior to the particular 
date . Vague and general statements in broad terms about what the exhibits describe 
along with a general assertion that the exhibits describe a reduction to practice 
"amounts essentially to mere pleading, unsupported by proof or a showing of facts" and, 
thus, does not satisfy the requirements of 37 CFR 1.131 (b). In re Borkowski, 505 F.2d 
713, 184 USPQ 29 (CCPA 1974). Applicant must give a clear explanation of the 
exhibits pointing out exactly what facts are established and relied on by Applicant . 505 
F.2d at 718-19, 184 USPQ at 33 (emphasis added). 

In the present application, the declaration does not clearly explain which facts or 
data applicant is relying on to show completion of the claimed invention prior to the 
relevant date. 

Applicant may correct this deficiency by giving, for each recited claim limitation, a 
clear explanation of how the exhibits demonstrate that Applicant had possession of the 
invention by pointing out exactly what facts are established and relied on by Applicant to 
demonstrate the possession. 

In paragraph number 6 of the ten page affidavit, Applicant states "Since there 
were multiple inventors on the application, and everyone's input was important, it took 
some weeks for us to coordinate our review of the draft application and convey our 
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comments/revisions to Mr. Henson. The inventors were scattered throughout the 
country at the time. Mark Weiser was in Stillwater, OK. Mark Condon was in Louisville, 
KY. Mike McGuffee was in Fort Collins, CO. I was in Arvada, CO, and Brad Hutchings 
was in Lake Forest, CA. During this period we exchanged e-mails, but also made a 
point to conference on Saturday mornings since it was difficult to coordinate our 
schedules and application review. I recall having various communications with one or 
more of my co-inventors during the period between when Mr. Henson sent a draft 
application out for review and when the provisional application was filed. It is my 
recollection that we were reasonably devoted at the time to reviewing the draft 
application, sharing our comments and feedback with each other, and conveying this to 
Mr. Henson in a timely manner under the circumstances. " 

As supported evidence in providing diligence, the Examiner requests a copy of 
said email messages. 

Therefore the Examiner concludes that for the at least reason, the evidence 
submitted is insufficient to establish diligence from a date prior to the date of reduction 
to practice of the Lazareck et al. (see MPEP 715.07). 

Claim Objections 
Claim 20 is objected to because of the following informalities: The claim 
contains two sub-elements labeled "(e)". Appropriate correction is required. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
(" Microsoft Word 2000 ". Copyright 1999) (hereinafter 'MSWord ') in view of 
Lazareck et al. (Pub. No.: US 2007/0011607 A1; Effective Filing Date: Feb. 7, 2003) 
(hereinafter 'Lazareck') further in view of Nara et al. (Patent No.: US 7,203,900 B2; 
Filed Sep. 12, 2002) (hereinafter 'Nara'). 

In regards to independent claim 1, MSWord discloses a computerized method 
for creating an electronic literary work on a computer system that includes a display, 
said computerized method comprising: 

(a) providing an archive image set which includes a plurality of digital images 
(Figs. 2-3; MSWord discloses a Microsoft ClipArt Gallery which stores a 
plurality of digital images under different categories. Thus MSWord 
teaches providing an archive image set, which includes a plurality of digital 
images.). 

(b) populating a first working area of an application program with selected 
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digital images from the archive image set, thereby to generate a contact 
sheet view comprising an imported image set (Fig 3; Figs. 4-5; Figs. 1 1 - 
12; MSWord discloses inserting clip art in a document. Using the 
broadest reasonable interpretation, the Examiner concludes the working 
document is analogous to the working area. As described within the 
specification, a contact sheet view is merely a display of the imported 
images. Therefore MSWord discloses generating a contact sheet view 
comprising an imported image set.). 
(c) populating a second working area of the application program with 

selected digital images from the imported image set, thereby establishing 
a working image set (Figs. 6-8; MSWord discloses populating a second 
document/working area or a different/second page within the same 
document of the application program with selected digital images from the 
imported image set, thereby establishing a working image set.). 



MSWord does not expressly disclose: 

(d) arranging the digital images which comprise said working image set into a 
selected storyboard sequence ; 

(e) associating respective image data with at least some of the digital images 
in said working image set, thereby to define pairs of companion image 
items; 
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(f) displaying the pairs of companion image items on the display according to 
said storyboard sequence. 



Lazareck McArdle teaches, 

(d) arranging the digital images which comprise said working image set 
into a selected storyboard sequence (0055-0059; Lazareck teaches 
customizing image data through manipulation of the customizing image 
data. Lazareck teaches customized image data may consist of digital 
images. The manipulation of the digital image could range greatly in 
generating the customized illustration. At the time of the invention it would 
have been obvious to one of ordinary skill in the art that manipulation of 
digital images for creating a customized book would include but not be 
limited to arranging the digital images which comprise said working image 
set into a selected storyboard sequence.). 

(e) associating respective image data with at least some of the digital images 
in said working image set, thereby to define pairs of companion image 
items (0043-0051 ; 0084; Lazareck teaches certain fixed and variable text 
components making up the story text and the fixed illustration (images) 
component are automatically linked. In the customizable data of each 
story, at least one fix illustration is provided and each fixed text component 
may be rationally linked with the fixed illustration. Alternatively, fix 
illustrations and fixed text components can be separately selected. Thus, 
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Lazareck teaches associating respective image data with at least some of 
the digital images in said working image set, thereby to define pairs of 
companion image items.). 



Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Lazareck with MSWord for the benefit of 
producing customized books (0014). 



Lazareck teaches that prior to outputting the customized book to the printer, the 
customized book may be available for review and edit by communicating with the data 
via line to the display screen(0084). Lazareck does not expressly disclose 

(f) displaying the pairs of companion image items on the display according to 

said storyboard sequence. 



Nara teaches, 

(f) displaying the pairs of companion image items on the display according to 
said storyboard sequence (col. 25, lines 47 - col. 26 , line 67; Fig. 43 - 
Fig. 45; Nara teaches a preview display which displays the images in the 
arranged order as they would appear within the electronic literary work. 
Thus Nara teaches displaying the pairs of companion image items on the 
display according to said storyboard sequence.). 
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Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of Lazareck for the 
benefit of displaying the structure of an edited book file in a preview window so 
that the user can visually confirm the book file layout without printing it, therefore 
increasing the editing operability (col. 29, lines 53-56). 

In regards to dependent claims 2 and 16, MSWord discloses a computerized 
method whereby said archive image set is stored locally on the computer system (p. 
515-516; p, 598; Winter discloses a Microsoft ClipArt Gallery which stores a plurality of 
digital images under different categories. As commonly known in the art, MSWord 
applications are typically loaded onto a user's computer, thus locally storing the ClipArt 
gallery.). 

In regards to dependent claims 3 and 17, MSWord discloses a computerized 
method whereby said archive image set is stored remotely on a remote computer 
system that is accessible through a suitable communications interface (Fig. 5; Fig. 6; 
MSWord discloses importing clip-art using a Clip Online function in which additional clip- 
art is downloaded to Clip Gallery of the user's computer via the Internet.). 

In regards to dependent claim 4, MSWord discloses a computerized method 
according to claim 1 whereby said first and second working areas are different child 
windows of the application program (Figs. 6-8; MSWord discloses a second 
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document/working area or a different page within the same document, thus the second 
document/working area or a different/second page is different child window of the 
application program.). 

In regards to dependent claim 5, MSWord discloses a computerized method 
according to claim 1 whereby those digital images which populate both said first working 
area and said second working area appear in a common ordered arrangement (Fig 3; 
Figs. 4-8; MSWord discloses a ClipArt Gallery dialog box / window, which list different 
categories of clip-art files are displayed alphabetically. MSWord discloses populating a 
first and second working area with clip art.). 

In regards to dependent claim 6, MSWord discloses a computerized method 
according to claim 1 whereby said working image set and said imported image set are 
the same (Fig. 2; Fig. 3; MSWord discloses a Microsoft ClipArt Gallery which stores a 
plurality of digital images under different categories. MSWord also disclose inserting 
archived clip art in a document, therefore the imported image set imported into the 
document/working area is now the image working set.). 

In regards to dependent claims 7, 18, 22, 33 and 38, MSWord does not 
expressly disclose a computerized method whereby the respective image data is 
selected from a first group of data types consisting of text-only data, non-text data, and 
a mixture of text-only data and non-text data. 
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However, Lazareck teaches the respective image data is selected from a first 
group of data types consisting of text-only data, non-text data, and a mixture of text-only 
data and non-text data (0043-0049; Lazareck teaches the story may include both fixed 
and variable test, and fixed and variable images/graphics/illustrations.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Lazareck with MSWord for the benefit of producing 
customized books (0014). 

In regards to dependent claims 8, 34 and 39, MSWord does not expressly 
disclose whereby said non-text data is selected from a second group of data types 
consisting of graphic images, photographic images and a mixture of graphic images and 
photographic images. 

However, Lazareck teaches non-text data is selected from a second group of 
data types consisting of graphic images, photographic images and a mixture of graphic 
images and photographic images (0041 ; 0043-0049; Lazareck teaches customizable 
illustrations may be referred to as variable graphics. Lazareck also teaches an image 
capture device such as a camera. Thus Lazareck teaches non-text images data types 
consisting of graphic images, photographic images and a mixture of graphic images and 
photographic images.). 
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Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Lazareck with MSWord for the benefit of producing 
customized books (0014). 

In regards to dependent claim 9, MSWord does not expressly disclose a 
computerized method according to claim 8 whereby respective image data is associated 
with each of the digital images in said working image set. 

However Lazareck teaches whereby respective image data is associated with 
each of the digital images in said working image set (0043-0048; Lazareck teaches 
certain fixed and variable text components making up the story text and the fixed 
illustration (images) component are automatically linked. Alternatively, fix illustrations 
and fixed text components can be separately selected. Thus, Lazareck teaches 
associating respective image data with at least some of the digital images in said 
working image set, thereby to define pairs of companion image items.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Lazareck with MSWord for the benefit of producing 
customized books (0014). 

In regards to dependent claims 10, 24 and 40, MSWord in view of Lazareck 
does not expressly disclose whereby the pairs of companion image items are displayed 
as an electronic book. 
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Nara teaches whereby the pairs of companion image items are displayed as an 
electronic book (col. 25, lines 47 - col. 26, line 67; Fig. 38; Fig. 43 - Fig. 45; Nara 
teaches a preview display which displays the images in the arranged order as they 
would appear within the electronic book.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of Lazareck for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to dependent claim 11, MSWord discloses a computerized method 
according to claim 1 whereby the archive image set and the imported image set are 
the same (Fig. 2; Fig. 3; MSWord discloses a Microsoft ClipArt Gallery which stores a 
plurality of digital images under different categories. MSWord also disclose inserting 
archived clip art in a document, therefore the archive image set and the imported 
image set are the same.). 

In regards to dependent claims 12 and 25, MSWord discloses a Microsoft 
ClipArt Gallery, which stores a plurality of digital images under different categories. 
Thus MSWord teaches providing an archive image set, which includes a plurality of 
digital images (Fig. 2). 
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MSWord does not expressly disclose generating a front cover and a back cover 
for the electronic literary work by utilizing at least one selected digital image from said 
archive image set. 

Lazareck teaches generating a front cover and a back cover for the electronic 
literary work by utilizing at least one selected digital image from said archive image set 
(0066-0067; Lazareck teaches a customized cover may be created usinging the same 
process as the customized book itself, by using customized illustrations, fixed 
illustrations or composite illustrations.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Lazareck with MSWord for the benefit of producing 
customized books (0014). 

In regards to dependent claim 13, MSWord does not expressly disclose a 
computerized method according to claim 1 whereby the respective image data 
associated with each of the digital images is text-only data. 

However Lazareck teaches the respective image data associated with each of 
the digital images is text-only data (0043-0048; Lazareck teaches certain fixed and 
variable text components making up the story text and the fixed illustration (images) 
component are automatically linked.). 
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Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Lazareck with MSWord for the benefit of producing 
customized books (0014). 

In regards to dependent claims 14, 19, 26 and 41, MSWord does not in view of 
Lazareck does not expressly disclose a computerized method comprising associating a 
page number to each item within each of the pairs of companion image items, thereby 
to generate a numerical page sequence, which chronologically corresponds to the 
selected storyboard sequence. 

However, Nara teaches associating a page number to each item within each of 
the pairs of companion image items, thereby to generate a numerical page sequence, 
which chronologically corresponds to the selected storyboard sequence (col. 1 , lines 40- 
57; col. 3, lines 55-64; col. 1 1 , lines 20-30; col. 25, lines 47 - col. 26, line 67; Fig. 38; 
Fig. 43 - Fig. 45; Nara teaches assigning page numbers to pages when the user creates 
a document. Nara also teaches a preview display which displays the images in the 
arranged order as they would appear within the electronic book. Thus Nara teaches 
displaying the pairs of companion image items on the display according to said 
storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of Lazareck for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
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can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to independent claim 15, MSWord discloses a computerized 
method for creating an electronic literary work, comprising: 

(a) obtaining a plurality of digital images (Fig 3; Figs. 4-5; MSWord discloses 
inserting clip art in a document. Using the broadest reasonable interpretation, 
the Examiner concludes the working document is analogous to the working 
area.). 

(b) storing said digital images on a storage device as an image set (Figs. 2-3; 
MSWord discloses a Microsoft ClipArt Gallery which stores a plurality of digital 
images under different categories.). 

(c) importing the image set from the storage device into a working project area of a 
display device, thereby populating the working project area with said digital 
images (Fig 3; Figs. 4-5; Figs. 11-12; MSWord discloses inserting clip art in a 
document. Using the broadest reasonable interpretation, the Examiner 
concludes the working document is analogous to the working area.). 

(d) arranging said digital images into a selected contact sheet sequence (Fig 3; Figs. 
4-5; Figs. 11-12; MSWord discloses inserting clip art in a document. Using the 
broadest reasonable interpretation, the Examiner concludes the working 
document is analogous to the working area. As described within the specification, 
a contact sheet view is merely a display of the imported images. Therefore 
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MSWord discloses arranging said digital images into a selected contact sheet 
sequence.). 

MSWord does not expressly disclose: 

(e) correlating respective image data with each of said digital images, thereby to 

define pairs of companion image items; 
(f) arranging the pairs of companion image items into a selected storyboard 
sequence whereby the pairs of companion image items may be selectively 
displayed according to the selected storyboard sequence. 

Lazareck teaches, 

(e) correlating respective image data with each of said digital images, thereby to 
define pairs of companion image items (0043-0051 ; 0084; Lazareck teaches 
certain fixed and variable text components making up the story text and the fixed 
illustration (images) component are automatically linked. In the customizable 
data of each story, at least one fix illustration is provided and each fixed text 
component may be rationally linked with the fixed illustration.). 

(f) arranging the pairs of companion image items into a selected storyboard 
sequence (0055-0059; Lazareck teaches customizing image data through 
manipulation of the customizing image data. Lazareck teaches customized image 
data may consist of digital images. The manipulation of the digital image could 
range greatly in generating the customized illustration. At the time of the 
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invention it would have been obvious to one of ordinary skill in the art that 
manipulation of digital images for creating a customized book would include but 
not be limited to arranging the digital images which comprise said working image 
set into a selected storyboard sequence.). 

Lazareck teaches that prior to outputting the customized book to the printer, the 
customized book may be available for review and edit by communicating with the data 
via line to the display screen (0084). Lazareck does not expressly disclose whereby 
the pairs of companion image items may be selectively displayed according to the 
selected storyboard sequence. 

Nara teaches whereby the pairs of companion image items may be selectively 
displayed according to the selected storyboard sequence (col. 25, lines 47 - col. 26 , 
line 67; Fig. 43 - Fig. 45; Nara teaches a preview display which displays the images in 
the arranged order as they would appear within the electronic literary work. Thus Nara 
teaches displaying the pairs of companion image items on the display according to said 
storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of Lazareck for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 
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In regards to independent claim 20, MSWord discloses a computer-readable 
medium having executable instructions for performing a method comprising: 

(a) providing an archive image set which includes a plurality of digital images (Figs. 
2-3; MSWord discloses a Microsoft ClipArt Gallery which stores a plurality of 
digital images under different categories. Thus MSWord teaches providing an 
archive image set, which includes a plurality of digital images.). 

(b) populating a first working area of an application program with selected 
digital images from the archive image set, thereby to generate a contact sheet 
view comprising an imported image set (Fig 3; Figs. 4-5; Figs. 11-12; MSWord 
discloses inserting clip art in a document. Using the broadest reasonable 
interpretation, the Examiner concludes the working document is analogous to the 
working area. As described within the specification, a contact sheet view is 
merely a display of the imported images. Therefore MSWord discloses 
generating a contact sheet view comprising an imported image set.). 

(c) populating a second working area of the application program with selected digital 
images from the imported image set, thereby establishing a working image set 
(Figs. 6-8; MSWord discloses populating a second document/working area or a 
different/second page within the same document of the application program with 
selected digital images from the imported image set, thereby establishing a 
working image set.). 
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MSWord does not expressly disclose: 

(d) arranging the digital images which comprise said working image set into a 
selected storyboard sequence; 

(e) associating respective image data with at least some of the digital images in said 
working image set, thereby to define pairs of companion image items; 

(e) controlling an output device to display said pairs of companion image items on a 
display medium according to said storyboard sequence. 

Lazareck teaches, 

(d) arranging the digital images which comprise said working image set 

into a selected storyboard sequence (0055-0059; Lazareck teaches customizing 
image data through manipulation of the customizing image data. Lazareck 
teaches customized image data may consist of digital images. The manipulation 
of the digital image could range greatly in generating the customized illustration. 
At the time of the invention it would have been obvious to one of ordinary skill in 
the art that manipulation of digital images for creating a customized book would 
include but not be limited to arranging the digital images which comprise said 
working image set into a selected storyboard sequence.). 

(e) associating respective image data with at least some of the digital images in said 
working image set, thereby to define pairs of companion image items (0043- 
0051 ; 0084; Lazareck teaches certain fixed and variable text components making 
up the story text and the fixed illustration (images) component are automatically 
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linked. In the customizable data of each story, at least one fix illustration is 
provided and each fixed text component may be rationally linked with the fixed 
illustration. Alternatively, fix illustrations and fixed text components can be 
separately selected. Thus, Lazareck teaches associating respective image data 
with at least some of the digital images in said working image set, thereby to 
define pairs of companion image items.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Lazareck with MSWord for the benefit of 
producing customized books (0014). 

Lazareck teaches that prior to outputting the customized book to the printer, the 
customized book may be available for review and edit by communicating with the data 
via line to the display screen(0084). Lazareck does not expressly disclose 
(f) controlling an output device to display said pairs of companion image items on a 

display medium according to said storyboard sequence. 

Nara teaches, 

(f) controlling an output device to display said pairs of companion image items on a 
display medium according to said storyboard sequence (col. 25, lines 47 - col. 
26 , line 67; Fig. 43 - Fig. 45; Nara teaches a preview display which displays the 
images in the arranged order as they would appear within the electronic literary 
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work. Thus Nara teaches displaying the pairs of companion image items on the 
display according to said storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of Lazareck for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to dependent claim 21, MSWord discloses a computer-readable 
medium having executable instructions according to claim 20 whereby each of said first 
working area and said second working area is a respective child window of the 
application program (Figs. 6-8; MSWord discloses a second document/working area or 
a different page within the same document, thus the second document/working area or 
a different/second page is different child window of the application program.). 

In regards to dependent claim 23, MSWord does not expressly disclose a 
computer-readable medium having executable instructions according to claim 20 
whereby respective image data is associated with each of the digital images in said 
working image set. 

However, Lazareck teaches whereby respective image data is associated with 
each of the digital images in said working image set (0043-0048; Lazareck teaches 
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certain fixed and variable text components making up the story text and the fixed 
illustration (images) component are automatically linked. Alternatively, fix illustrations 
and fixed text components can be separately selected. Thus, Lazareck teaches 
associating respective image data with at least some of the digital images in said 
working image set, thereby to define pairs of companion image items.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Lazareck with MSWord for the benefit of producing 
customized books (0014). 

In regards to dependent claim 27, MSWord in view of Lazareck does not 
expressly disclose a computer-readable medium having executable instructions 
according to claim 20 for printing selected ones of the pairs of companion items 
according to a selected print sequence. 

However, Nara teaches printing selected ones of the pairs of companion items 
according to a selected print sequence (col. 17, lines 25-67; Fig. 18; Fig. 27-28; Fig. 31; 
Nara teaches a bookbinding printing process which is used to print selected pages of 
the book.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of Lazareck for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
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can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to independent claim 28, MSWord discloses a system for enabling 
creation and viewing of an electronic literary work, said system comprising: 

(a) Lazareck teaches a composition component for creating the electronic literary 
work (Fig 3; Figs. 4-5; MSWord discloses inserting clip art in a document. It has 
been established and is well known in the art, that MSWord is capable of creating 
an electronic literary work. Using the broadest reasonable interpretation, the 
Examiner concludes that any electronic document or a group of electronic 
documents, which consist of text or digital images, or a combination thereof 
would be considered as electronic literary work.). 

(b) a storage component for storing an archive set of digital images for 
retrieval by said composition component (Figs. 2-3; MSWord discloses a 
Microsoft ClipArt Gallery which stores a plurality of digital images under different 
categories. Thus MSWord teaches providing an archive image set, which 
includes a plurality of digital images.). 

MSWord does not expressly disclose: 

(a) said composition component including editing capabilities which permit user- 
defined image data to be respectively associated with each of a plurality a 
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digital images, thereby to define pairs of companion image items which may be 
arranged according to a selected storyboard sequence, 
(c) a viewing component for enabling the electronic literary work created by said 
composition component to be viewed according to said 



Lazareck teaches 

(a) said composition component including editing capabilities which permit user- 
defined image data to be respectively associated with each of a plurality a digital 
images, thereby to define pairs of companion image items which may be 
arranged according to a selected storyboard sequence (0043-0051 ; 0055-0059; 
0084; Lazareck teaches certain fixed and variable text components making up 
the story text and the fixed illustration (images) component are automatically 
linked. In the customizable data of each story, at least one fix illustration is 
provided and each fixed text component may be rationally linked with the fixed 
illustration. Lazareck also teaches the customizing text data and image data 
regarding the story book may also be inputted using a keyboard, mouse or other 
input device, thus linking the components. Lazareck also teaches customizing 
image data through manipulation of the customizing image data. Lazareck 
teaches customized image data may consist of digital images. The manipulation 
of the digital image could range greatly in generating the customized illustration. 
At the time of the invention it would have been obvious to one of ordinary skill in 
the art that manipulation of digital images for creating a customized book would 
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include but not be limited to arranging the digital images which comprise said 
working image set into a selected storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Lazareck with MSWord for the benefit of producing 
customized books (0014). 



Nara teaches, 

(c) a viewing component for enabling the electronic literary work created by said 

composition component to be viewed according to said storyboard sequence (col. 
25, lines 47 - col. 26 , line 67; Fig. 43 - Fig. 45; Nara teaches a preview display 
which displays the images in the arranged order as they would appear within the 
electronic literary work.), (col. 25, lines 47 - col. 26 , line 67; Fig. 43 - Fig. 45; 
Nara teaches a preview display which displays the images in the arranged order 
as they would appear within the electronic literary work. Thus Nara teaches 
displaying the pairs of companion image items on the display according to said 
storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of Lazareck for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
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can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to dependent claim 29, MSWord discloses a system according to 
claim 28 wherein said composition component and said storage component reside on a 
common computer system (It has been established and is well known in the art that 
MSWord is typically installed on a client's computer.). 

In regards to dependent claim 30, MSWord discloses a system according to 
claim 29 wherein said composition component and said viewing component are part of 
a common application program (Fig. 8; MSWord discloses composing an electronic 
document. MSWord also disclose the Print Preview icon, which displays the composed 
document. Thus, said composition component and said viewing component are part of a 
common application program.). 

In regards to dependent claim 31, MSWord discloses a system according to 
claim 28 wherein said composition component and said storage component reside on 
different computer systems (Fig. 5; Fig. 6; MSWord discloses importing clip-art using a 
Clip Online function in which additional clip-art is downloaded to Clip Gallery of the 
user's computer via the Internet.). 
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In regards to dependent claim 32, MSWord discloses a system according to 
claim 31 wherein said storage component is located on a remote computer system from 
said composition component, and including a suitable communications interface for 
accessing said storage component (Fig. 5; Fig. 6; MSWord discloses importing clip-art 
using a Clip Online function in which additional clip-art is downloaded to Clip Gallery of 
the user's computer via the Internet.). 

In regards to dependent claim 35, MSWord in view of Lazareck does not 
expressly disclose a system according to claim 28 wherein said viewing component 
enables the electronic literary work to be displayed as an electronic book. 

Nara teaches wherein said viewing component enables the electronic literary 
work to be displayed as an electronic book (col. 25, lines 47 - col. 26, line 67; Fig. 38; 
Fig. 43 - Fig. 45; Nara teaches a preview display which displays the images in the 
arranged order as they would appear within the electronic book.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of Lazareck for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to dependent claim 36, MSWord discloses a system according to 
claim 28 wherein each of said composition component, said storage component and 
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said viewing component is at a distinct, remote location from one another, and including 
suitable communications interfaces for enabling data transmission there between (Fig. 
5; Fig. 6; MSWord discloses importing clip-art using a Clip Online function in which 
additional clip-art is downloaded to Clip Gallery of the user's computer via the Internet.). 

In regards to independent claim 37, MSWord discloses a system for use in 
creating an electronic literary work, comprising: 

(a) a storage device for storing a plurality of digital images as an archive 
image set ((Figs. 2-3; MSWord discloses a Microsoft ClipArt Gallery which stores 
a plurality of digital images under different categories. Thus MSWord teaches 
providing an archive image set, which includes a plurality of digital images.). 

(b) a display device (Fig. 2; Fig. 3; MSWord discloses inserting clip art in a 
document. Using the broadest reasonable interpretation, the Examiner 
concludes that the user's computer which is used for viewing the clip-art 
can be interpreted is a display device / an output device.). 

(c) an output device (Fig. 2; Fig. 3; MSWord discloses inserting clip art in a 
document. Using the broadest reasonable interpretation, the Examiner 
concludes that the user's computer which is used for viewing the clip-art 
can be interpreted is a display device / an output device.). 

(d) a processor programmed to: 

(i) retrieve an imported image set of digital images from said storage 
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device (Figs. 2-3; MSWord discloses a Microsoft ClipArt Gallery which 
stores a plurality of digital images under different categories. Thus 
MSWord teaches retrieving an imported image set of digital images from 
said storage device.). 

(ii) generate a contact sheet view from the imported image set by 
populating a first working area of said display device with at least some of 
said plurality of digital images, thereby to define a working image set (Fig 
3; Figs. 4-5; Figs. 11-12; MSWord discloses inserting clip art in a 
document. Using the broadest reasonable interpretation, the Examiner 
concludes the working document is analogous to the working area. As 
described within the specification, a contact sheet view is merely a display 
of the imported images. Therefore MSWord generate a contact sheet view 
from the imported image set by populating a first working area of said 
display device with at least some of said plurality of digital images, thereby 
to define a working image set.). 

MSWord does not expressly disclose: 

(Hi) generate a storyboard view by arranging digital images within the 
working image set into a selected storyboard sequence on said display 
device; 

(iv) associate respective image data with at least some of the digital 
images in said storyboard viewing sequence, thereby to define pairs of 
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companion image items; and 

(v) control at least one of said display device and said output device to 
display said pairs of companion image items to the storyboard sequence. 

Lazareck teaches, 

(Hi) generate a storyboard view by arranging digital images within the 
working image set into a selected storyboard sequence on said display 
device (0055-0059; Lazareck teaches customizing image data through 
manipulation of the customizing image data. Lazareck teaches customized 
image data may consist of digital images. The manipulation of the digital 
image could range greatly in generating the customized illustration. At the 
time of the invention it would have been obvious to one of ordinary skill in 
the art that manipulation of digital images for creating a customized book 
would include but not be limited to arranging the digital images which 
comprise said working image set into a selected storyboard sequence.). 

(iv) associate respective image data with at least some of the digital 
images in said storyboard viewing sequence, thereby to define pairs of 
companion image items; and (0043-0051 ; 0084; Lazareck teaches certain 
fixed and variable text components making up the story text and the fixed 
illustration (images) component are automatically linked. Alternatively, fix 
illustrations and fixed text components can be separately selected. Thus, 
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Lazareck teaches associating respective image data with at least some of 
the digital images in said working image set, thereby to define pairs of 
companion image items.). 

Therefore at the time of the invention it would have been obvious to 
one of ordinary skill in the art to combine Lazareck with MSWord for the 
benefit of producing customized books (0014). 
Nara teaches 

(v) control at least one of said display device and said output device to 
display said pairs of companion image items to the storyboard sequence. 
(col. 25, lines 47 - col. 26 , line 67; Fig. 43 - Fig. 45; Nara teaches a 
preview display which displays the images in the arranged order as they 
would appear within the electronic literary work. Thus Nara teaches 
displaying the pairs of companion image items on the display according to 
said storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of Lazareck for the 
benefit of displaying the structure of an edited book file in a preview window so 
that the user can visually confirm the book file layout without printing it, therefore 
increasing the editing operability (col. 29, lines 53-56). 
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In regards to independent claim 42, MSWord discloses a system for use in 
creating an electronic literary work, comprising: 

(a) storage means for storing a plurality of digital images as an archive image 
set (Figs. 2-3; MSWord discloses a Microsoft ClipArt Gallery which stores 
a plurality of digital images under different categories. Thus MSWord 
teaches providing an archive image set, which includes a plurality of digital 
images.). 

(b) display means (Fig. 2; Fig. 3; MSWord discloses inserting clip art in a 
document. Using the broadest reasonable interpretation, the Examiner 
concludes that the user's computer which is used for viewing the clip-art 
can be interpreted is a display device / an output device.). 

(c) output means (Fig. 2; Fig. 3; MSWord discloses inserting clip art in a 
document. Using the broadest reasonable interpretation, the Examiner 
concludes that the user's computer which is used for viewing the clip-art 
can be interpreted is a display device / an output device.). 

(d) processing means operative to: 

(i) retrieve an imported set of the digital images from said storage 
means (Figs. 2-3; MSWord discloses a Microsoft ClipArt Gallery 
which stores a plurality of digital images under different categories. 
Thus MSWord teaches retrieving an imported image set of digital 
images from said storage device.). 
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(ii) generate a contact sheet view from imported image set by 

populating a first working area of said display means with at least 
some of said plurality of digital images, thereby to define a working 
image set (Fig 3; Figs. 4-5; Figs. 11-12; MSWord discloses 
inserting clip art in a document. Using the broadest reasonable 
interpretation, the Examiner concludes the working document is 
analogous to the working area. As described within the 
specification, a contact sheet view is merely a display of the 
imported images. Therefore MSWord generate a contact sheet 
view from the imported image set by populating a first working area 
of said display device with at least some of said plurality of digital 
images, thereby to define a working image set.). 

MSWord does not expressly disclose: 

(Hi) with the generate a storyboard view by arranging digital images 

working image set into a selected storyboard viewing sequence on 

said display means; 
(iv) associate respective image data with at least some of the digital 

images in said storyboard viewing sequence, thereby to define 

pairs of companion image items; and 



Application/Control Number: 10/828,517 Page 37 

Art Unit: 2176 

(v) control at least one of said display means and said output means to 
display said pairs of companion image items to the storyboard 
viewing sequence. 

Lazareck teaches 

(Hi) with the generate a storyboard view by arranging digital images 
working image set into a selected storyboard viewing sequence on said 
display means (0055-0059; Lazareck teaches customizing image data 
through manipulation of the customizing image data. Lazareck teaches 
customized image data may consist of digital images. The manipulation of 
the digital image could range greatly in generating the customized 
illustration. At the time of the invention it would have been obvious to one 
of ordinary skill in the art that manipulation of digital images for creating a 
customized book would include but not be limited to arranging the digital 
images which comprise said working image set into a selected storyboard 
sequence.). 

(iv) associate respective image data with at least some of the digital 
images in said storyboard viewing sequence, thereby to define pairs of 
companion image items (0043-0051; 0084; Lazareck teaches certain fixed 
and variable text components making up the story text and the fixed 
illustration (images) component are automatically linked. Alternatively, fix 
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illustrations and fixed text components can be separately selected. Thus, 
Lazareck teaches associating respective image data with at least some of 
the digital images in said working image set, thereby to define pairs of 
companion image items.). 

Therefore at the time of the invention it would have been obvious to 
one of ordinary skill in the art to combine Lazareck with MSWord for the 
benefit of producing customized books (0014). 

Nara teaches 

(v) control at least one of said display means and said output means to 
display said pairs of companion image items to the storyboard viewing 
sequence (col. 25, lines 47 - col. 26 , line 67; Fig. 43 - Fig. 45; Nara 
teaches a preview display which displays the images in the arranged order 
as they would appear within the electronic literary work. Thus Nara 
teaches displaying the pairs of companion image items on the display 
according to said storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of Lazareck for the 
benefit of displaying the structure of an edited book file in a preview window so 
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that the user can visually confirm the book file layout without printing it, therefore 
increasing the editing operability (col. 29, lines 53-56). 

In regards to independent claim 43, MSWord discloses an electronic literary 
work produced by a method comprising: 

(a) providing an archive image set which includes a plurality of digital images 
(Figs. 2-3; MSWord discloses a Microsoft ClipArt Gallery which stores a 
plurality of digital images under different categories. Thus MSWord 
teaches providing an archive image set, which includes a plurality of digital 
images.). 

(b) populating a first working area of an application program with selected 
digital images from the archive image set, thereby to generate a contact 
sheet view comprising an imported image set (Fig 3; Figs. 4-5; Figs. 1 1 - 
12; MSWord discloses inserting clip art in a document. Using the 
broadest reasonable interpretation, the Examiner concludes the working 
document is analogous to the working area. As described within the 
specification, a contact sheet view is merely a display of the imported 
images. Therefore MSWord discloses generating a contact sheet view 
comprising an imported image set). 

(c) populating a second working area of the application program with selected 
digital images from the imported image set, thereby establishing a working 
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image set (Figs. 6-8; MSWord discloses populating a second 
document/working area or a different/second page within the same 
document of the application program with selected digital images from the 
imported image set, thereby establishing a working image set.). 



MSWord does not expressly disclose: 

(d) arranging the digital images which comprise said working image set into a 
selected storyboard sequence; 

(e) associating respective image data with at least some of the digital images 
in said working image set, thereby to define pairs of companion image 
items; and 

(f) displaying the pairs of companion image items on the display according to 
said storyboard viewing sequence. 



Lazareck teaches, 

(d) arranging the digital images which comprise said working image set into a 
selected storyboard sequence (0055-0059; Lazareck teaches customizing 
image data through manipulation of the customizing image data. Lazareck 
teaches customized image data may consist of digital images. The 
manipulation of the digital image could range greatly in generating the 
customized illustration. At the time of the invention it would have been 
obvious to one of ordinary skill in the art that manipulation of digital 
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images for creating a customized book would include but not be limited to 
arranging the digital images which comprise said working image set into a 
selected storyboard sequence.). 

(e) associating respective image data with at least some of the digital images 
in said working image set, thereby to define pairs of companion image 
items (0043-0051 ; 0084; Lazareck teaches certain fixed and variable text 
components making up the story text and the fixed illustration (images) 
component are automatically linked. In the customizable data of each 
story, at least one fix illustration is provided and each fixed text component 
may be rationally linked with the fixed illustration. Alternatively, fix 
illustrations and fixed text components can be separately selected. Thus, 
Lazareck teaches associating respective image data with at least some of 
the digital images in said working image set, thereby to define pairs of 
companion image items.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine MSWord and Nara with Lazareck for the 
benefit of producing customized books (0014) 

Nara teaches, 

(f) displaying the pairs of companion image items on the display according to 
said storyboard viewing sequence (col. 25, lines 47 - col. 26 , line 67; Fig. 
43 - Fig. 45; Nara teaches a preview display which displays the images in 
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the arranged order as they would appear within the electronic literary 
work. Thus Nara teaches displaying the pairs of companion image items 
on the display according to said storyboard sequence.). 



Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of Lazareck for the 
benefit of displaying the structure of an edited book file in a preview window so 
that the user can visually confirm the book file layout without printing it, therefore 
increasing the editing operability (col. 29, lines 53-56). 



Note 

It is noted that any citations to specific, pages, columns, lines, or figures in the 
prior art references and any interpretation of the reference should not be considered to 
be limiting in any way. A reference is relevant for all it contains and may be relied upon 
for all that it would have reasonably suggested to one having ordinary skill in the art. 
See MPEP 2123. 
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Response to Arguments 

Applicant's arguments filed 26 May 2009 have been carefully and fully 
considered, but are not persuasive. 

The examiner's response to Applicant's filing of Affidavit under 37 C.F.R. 1 .131 
filed 26 May 2009 has been addressed in paragraph 5 of the instant Office Action. 

As mentioned in previous rejection, Applicant states that claim objection set forth 
in the previous office action has been corrected (Response, page 1). However Applicant 
failed to submit a copy of the amended claim(s) identifying such correction, thus the 
previous claim objection is maintained. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
(" Microsoft Word 2000 ". Copyright 1999) (hereinafter 'MSWord ') in view of 
McArdle et al. (Pub. No.: US 2002/0049847 A1; Effective Filing Date: Apr. 24, 2000) 
(hereinafter 'McArdle') further in view of Nara et al. (Patent No.: US 7,203,900 B2; 
Filed Sep. 12, 2002) (hereinafter 'Nara'). 

In regards to independent claim 1, MSWord discloses a computerized method 
for creating an electronic literary work on a computer system that includes a display, 
said computerized method comprising: 

(a) providing an archive image set which includes a plurality of digital images 
(Figs. 2-3; MSWord discloses a Microsoft ClipArt Gallery which stores a 
plurality of digital images under different categories. Thus MSWord 
teaches providing an archive image set, which includes a plurality of digital 
images.). 

(b) populating a first working area of an application program with selected 
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digital images from the archive image set, thereby to generate a contact 
sheet view comprising an imported image set (Fig 3; Figs. 4-5; Figs. 1 1 - 
12; MSWord discloses inserting clip art in a document. Using the 
broadest reasonable interpretation, the Examiner concludes the working 
document is analogous to the working area. As described within the 
specification, a contact sheet view is merely a display of the imported 
images. Therefore MSWord discloses generating a contact sheet view 
comprising an imported image set.). 
(c) populating a second working area of the application program with 

selected digital images from the imported image set, thereby establishing 
a working image set (Figs. 6-8; MSWord discloses populating a second 
document/working area or a different/second page within the same 
document of the application program with selected digital images from the 
imported image set, thereby establishing a working image set.). 



MSWord does not expressly disclose: 

(d) arranging the digital images which comprise said working image set into a 
selected storyboard sequence ; 

(e) associating respective image data with at least some of the digital images 
in said working image set, thereby to define pairs of companion image 
items; 
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(f) displaying the pairs of companion image items on the display according to 
said storyboard sequence. 



McArdle teaches, 

(d) arranging the digital images which comprise said working image set 
into a selected storyboard sequence (0070-0071 ; 0144-0146; McArdle 
teaches a storyboard board sequence wherein the user selects, drags 
and drop elements onto a background from a repertoire of screen 
elements, thereby creating a unique new image.). 

(e) associating respective image data with at least some of the digital images 
in said working image set, thereby to define pairs of companion image 
items (0121 ; 0155; 0162; 0166; McArdle teaches associating respective 
image data with at least some of the digital images in said working image 
set, thereby to define pairs of companion image items. For example, 
wherein creating an e-card, the user is can select drag and drop an image 
of a birthday cake on the card. The user may also create text (like "Happy 
Birthday") and drag and drop the text onto the card. McArdle teaches the 
user is able to create text which is dynamically turned into an element.). 



Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine McArdle with MSWord for the benefit of 
creating an audio or video storyboard (0071). 
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McArdle does not expressly disclose 

(f) displaying the pairs of companion image items on the display according to 
said storyboard sequence. 

Nara teaches, 

(f) displaying the pairs of companion image items on the display according to 
said storyboard sequence (col. 25, lines 47 - col. 26 , line 67; Fig. 43 - 
Fig. 45; Nara teaches a preview display which displays the images in the 
arranged order as they would appear within the electronic literary work. 
Thus Nara teaches displaying the pairs of companion image items on the 
display according to said storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of McArdle for the 
benefit of displaying the structure of an edited book file in a preview window so 
that the user can visually confirm the book file layout without printing it, therefore 
increasing the editing operability (col. 29, lines 53-56). 



In regards to dependent claims 2 and 16, MSWord discloses a computerized 
method whereby said archive image set is stored locally on the computer system (p. 
515-516; p, 598; Winter discloses a Microsoft ClipArt Gallery which stores a plurality of 
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digital images under different categories. As commonly known in the art, MSWord 
applications are typically loaded onto a user's computer, thus locally storing the ClipArt 
gallery.). 

In regards to dependent claims 3 and 17, MSWord discloses a computerized 
method whereby said archive image set is stored remotely on a remote computer 
system that is accessible through a suitable communications interface (Fig. 5; Fig. 6; 
MSWord discloses importing clip-art using a Clip Online function in which additional clip- 
art is downloaded to Clip Gallery of the user's computer via the Internet.). 

In regards to dependent claim 4, MSWord discloses a computerized method 
according to claim 1 whereby said first and second working areas are different child 
windows of the application program (Figs. 6-8; MSWord discloses a second 
document/working area or a different page within the same document, thus the second 
document/working area or a different/second page is different child window of the 
application program.). 

In regards to dependent claim 5, MSWord discloses a computerized method 
according to claim 1 whereby those digital images which populate both said first working 
area and said second working area appear in a common ordered arrangement (Fig 3; 
Figs. 4-8; MSWord discloses a ClipArt Gallery dialog box / window, which list different 
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categories of clip-art files are displayed alphabetically. MSWord discloses populating a 
first and second working area with clip art.). 

In regards to dependent claim 6, MSWord discloses a computerized method 
according to claim 1 whereby said working image set and said imported image set are 
the same (Fig. 2; Fig. 3; MSWord discloses a Microsoft ClipArt Gallery which stores a 
plurality of digital images under different categories. MSWord also disclose inserting 
archived clip art in a document, therefore the imported image set imported into the 
document/working area is now the image working set.). 

In regards to dependent claims 7, 18, 22, 33 and 38, MSWord does not 
expressly disclose a computerized method whereby the respective image data is 
selected from a first group of data types consisting of text-only data, non-text data, and 
a mixture of text-only data and non-text data. 

However, McArdle teaches the respective image data is selected from a first 
group of data types consisting of text-only data, non-text data, and a mixture of text-only 
data and non-text data (0069; 01 17-01 18; McArdle teaches the user is provided with 
user-selectable background, editable, primitive-type graphic objects, text objects, audio 
objects and video objects.). 



Therefore at the time of the invention it would have been obvious to one of 
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ordinary skill in the art to combine McArdle with MSWord for the benefit of creating an 
audio or video storyboard (0071 ). 

In regards to dependent claims 8, 34 and 39, MSWord does not expressly 
disclose whereby said non-text data is selected from a second group of data types 
consisting of graphic images, photographic images and a mixture of graphic images and 
photographic images. 

However, McArdle teaches non-text data is selected from a second group of data 
types consisting of graphic images, photographic images and a mixture of graphic 
images and photographic images (0069; 01 1 7-01 18; McArdle teaches the user is 
provided with user-selectable background, editable, primitive-type graphic objects, text 
objects, audio objects and video objects.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine McArdle with MSWord for the benefit of creating an 
audio or video storyboard (0071 ). 

In regards to dependent claim 9, MSWord does not expressly disclose a 
computerized method according to claim 8 whereby respective image data is associated 
with each of the digital images in said working image set. 

However McArdle teaches whereby respective image data is associated with 
each of the digital images in said working image set (0121; 01 55; 01 62; 01 66; McArdle 
teaches whereby respective image data is associated with each of the digital images in 
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said working image set. For example, wherein creating an e-card, the user is can select 
drag and drop an image of a birthday cake on the card. The user may also create text 
(like "Happy Birthday") and drag and drop the text onto the card. McArdle teaches the 
user is able to create text which is dynamically turned into an element.). 

Therefore at the time of the invention it would have been obvious to one of 

ordinary skill in the art to combine McArdle with MSWord for the benefit of creating an 

audio or video storyboard (0071 ). 

In regards to dependent claims 10, 24 and 40, MSWord in view of McArdle 
does not expressly disclose whereby the pairs of companion image items are displayed 
as an electronic book. 

Nara teaches whereby the pairs of companion image items are displayed as an 
electronic book (col. 25, lines 47 - col. 26, line 67; Fig. 38; Fig. 43 - Fig. 45; Nara 
teaches a preview display which displays the images in the arranged order as they 
would appear within the electronic book.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of McArdle for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 
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In regards to dependent claim 11, MSWord discloses a computerized method 
according to claim 1 whereby the archive image set and the imported image set are 
the same (Fig. 2; Fig. 3; MSWord discloses a Microsoft ClipArt Gallery which stores a 
plurality of digital images under different categories. MSWord also disclose inserting 
archived clip art in a document, therefore the archive image set and the imported 
image set are the same.). 

In regards to dependent claims 12 and 25, MSWord discloses a Microsoft 
ClipArt Gallery, which stores a plurality of digital images under different categories. 
Thus MSWord teaches providing an archive image set, which includes a plurality of 
digital images (Fig. 2). 

MSWord in view of McArdle does not expressly disclose generating a front cover 
and a back cover for the electronic literary work by utilizing at least one selected digital 
image from said archive image set. 

Nara teaches generating a front cover and a back cover for the electronic literary 
work by utilizing at least one selected digital image from said archive image set (col. 8, 
lines 45-64; Nara teaches adding page sheet to service as front and back covers of the 
book. It has been established and well known in the art the front and back covers of a 
book typically contain an image.). 

Therefore at the time of the invention it would have been obvious to one of 
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ordinary skill in the art to combine Nara with MSWord in view of McArdle for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to dependent claim 13, MSWord does not expressly disclose a 
computerized method according to claim 1 whereby the respective image data 
associated with each of the digital images is text-only data. 

However McArdle teaches the respective image data associated with each of 
the digital images is text-only data (0121 ; 0155; 0162; 0166; McArdle teaches the 
respective image data associated with each of the digital images is text-only data. For 
example, wherein creating an e-card, the user is can select drag and drop an image of 
a birthday cake on the card. The user may also create text (like "Happy Birthday") and 
drag and drop the text onto the card. McArdle teaches the user is able to create text 
which is dynamically turned into an element.). 

Therefore at the time of the invention it would have been obvious to one of 

ordinary skill in the art to combine McArdle with MSWord for the benefit of creating an 

audio or video storyboard (0071). 

In regards to dependent claims 14, 19, 26 and 41, MSWord does not in view of 
McArdle does not expressly disclose a computerized method comprising associating a 
page number to each item within each of the pairs of companion image items, thereby 
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to generate a numerical page sequence, which chronologically corresponds to the 
selected storyboard sequence. 

However, Nara teaches associating a page number to each item within each of 
the pairs of companion image items, thereby to generate a numerical page sequence, 
which chronologically corresponds to the selected storyboard sequence (col. 1 , lines 40- 
57; col. 3, lines 55-64; col. 1 1 , lines 20-30; col. 25, lines 47 - col. 26, line 67; Fig. 38; 
Fig. 43 - Fig. 45; Nara teaches assigning page numbers to pages when the user creates 
a document. Nara also teaches a preview display which displays the images in the 
arranged order as they would appear within the electronic book. Thus Nara teaches 
displaying the pairs of companion image items on the display according to said 
storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of McArdle for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to independent claim 15, MSWord discloses a computerized 
method for creating an electronic literary work, comprising: 
(a) obtaining a plurality of digital images (Fig 3; Figs. 4-5; MSWord discloses 

inserting clip art in a document. Using the broadest reasonable interpretation, 
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the Examiner concludes the working document is analogous to the working 
area.). 

(b) storing said digital images on a storage device as an image set (Figs. 2-3; 
MSWord discloses a Microsoft ClipArt Gallery which stores a plurality of digital 
images under different categories.). 

(c) importing the image set from the storage device into a working project area of a 
display device, thereby populating the working project area with said digital 
images (Fig 3; Figs. 4-5; Figs. 11-12; MSWord discloses inserting clip art in a 
document. Using the broadest reasonable interpretation, the Examiner 
concludes the working document is analogous to the working area.). 

(d) arranging said digital images into a selected contact sheet sequence (Fig 3; Figs. 
4-5; Figs. 11-12; MSWord discloses inserting clip art in a document. Using the 
broadest reasonable interpretation, the Examiner concludes the working 
document is analogous to the working area. As described within the specification, 
a contact sheet view is merely a display of the imported images. Therefore 
MSWord discloses arranging said digital images into a selected contact sheet 
sequence.). 

MSWord does not expressly disclose: 

(e) correlating respective image data with each of said digital images, thereby to 
define pairs of companion image items; 
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(f) arranging the pairs of companion image items into a selected storyboard 
sequence whereby the pairs of companion image items may be selectively 
displayed according to the selected storyboard sequence. 

McArdle teaches, 

(e) correlating respective image data with each of said digital images, thereby to 
define pairs of companion image items (0121; 0155; 0162; 0166; McArdle 
teaches correlating respective image data with each of said digital images, 
thereby to define pairs of companion image items. For example, wherein creating 
an e-card, the user is can select drag and drop an image of a birthday cake on 
the card. The user may also create text (like "Happy Birthday") and drag and 
drop the text onto the card. McArdle teaches the user is able to create text which 
is dynamically turned into an element.). 

(f) arranging the pairs of companion image items into a selected storyboard 
sequence (0070-0071; 0144-0146; McArdle teaches a storyboard board 
sequence wherein the user selects, drags and drop elements onto a background 
from a repertoire of screen elements, thereby creating a unique new image.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine McArdle with MSWord for the benefit of creating an 
audio or video storyboard (0071 ). 
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McArdle does not expressly disclose whereby the pairs of companion image 
items may be selectively displayed according to the selected storyboard sequence. 

Nara teaches whereby the pairs of companion image items may be selectively 
displayed according to the selected storyboard sequence (col. 25, lines 47 - col. 26 , 
line 67; Fig. 43 - Fig. 45; Nara teaches a preview display which displays the images in 
the arranged order as they would appear within the electronic literary work. Thus Nara 
teaches displaying the pairs of companion image items on the display according to said 
storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of McArdle for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to independent claim 20, MSWord discloses a computer-readable 
medium having executable instructions for performing a method comprising: 

(a) providing an archive image set which includes a plurality of digital images (Figs. 
2-3; MSWord discloses a Microsoft ClipArt Gallery which stores a plurality of 
digital images under different categories. Thus MSWord teaches providing an 
archive image set, which includes a plurality of digital images.). 

(b) populating a first working area of an application program with selected 
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digital images from the archive image set, thereby to generate a contact sheet 
view comprising an imported image set (Fig 3; Figs. 4-5; Figs. 11-12; MSWord 
discloses inserting clip art in a document. Using the broadest reasonable 
interpretation, the Examiner concludes the working document is analogous to the 
working area. As described within the specification, a contact sheet view is 
merely a display of the imported images. Therefore MSWord discloses 
generating a contact sheet view/ comprising an imported image set.). 

(c) populating a second working area of the application program with selected digital 
images from the imported image set, thereby establishing a working image set 
(Figs. 6-8; MSWord discloses populating a second document/working area or a 
different/second page within the same document of the application program with 
selected digital images from the imported image set, thereby establishing a 
working image set.). 

MSWord does not expressly disclose: 

(d) arranging the digital images which comprise said working image set into a 
selected storyboard sequence; 

(e) associating respective image data with at least some of the digital images in said 
working image set, thereby to define pairs of companion image items; 

(e) controlling an output device to display said pairs of companion image items on a 
display medium according to said storyboard sequence. 
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McArdle teaches, 

(d) arranging the digital images which comprise said working image set 

into a selected storyboard sequence (0070-0071 ; 0144-0146; McArdle teaches a 

storyboard board sequence wherein the user selects, drags and drop elements 
onto a background from a repertoire of screen elements, thereby creating a 
unique new image.). 

(e) associating respective image data with at least some of the digital images in said 
working image set, thereby to define pairs of companion image items (0121; 
0155; 0162; 0166; McArdle teaches associating respective image data with at 
least some of the digital images in said working image set, thereby to define pairs 
of companion image items. For example, wherein creating an e-card, the user is 
can select drag and drop an image of a birthday cake on the card. The user may 
also create text (like "Happy Birthday") and drag and drop the text onto the card. 
McArdle teaches the user is able to create text which is dynamically turned into 
an element.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine McArdle with MSWord for the benefit of creating an 
audio or video storyboard (0071). 

McArdle does not expressly disclose 

(f) controlling an output device to display said pairs of companion image items on a 
display medium according to said storyboard sequence. 
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Nara teaches, 

(f) controlling an output device to display said pairs of companion image items on a 
display medium according to said storyboard sequence (col. 25, lines 47 - col. 
26 , line 67; Fig. 43 - Fig. 45; Nara teaches a preview display which displays the 
images in the arranged order as they would appear within the electronic literary 
work. Thus Nara teaches displaying the pairs of companion image items on the 
display according to said storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of McArdle for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to dependent claim 21, MSWord discloses a computer-readable 
medium having executable instructions according to claim 20 whereby each of said first 
working area and said second working area is a respective child window of the 
application program (Figs. 6-8; MSWord discloses a second document/working area or 
a different page within the same document, thus the second document/working area or 
a different/second page is different child window of the application program.). 
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In regards to dependent claim 23, MSWord does not expressly disclose a 
computer-readable medium having executable instructions according to claim 20 
whereby respective image data is associated with each of the digital images in said 
working image set. 

However, McArdle teaches whereby respective image data is associated with 
each of the digital images in said working image set (0121; 01 55; 01 62; 01 66; McArdle 
teaches whereby respective image data is associated with each of the digital images in 
said working image set. For example, wherein creating an e-card, the user is can select 
drag and drop an image of a birthday cake on the card. The user may also create text 
(like "Happy Birthday") and drag and drop the text onto the card. McArdle teaches the 
user is able to create text which is dynamically turned into an element.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine McArdle with MSWord for the benefit of creating an 
audio or video storyboard (0071 ). 

In regards to dependent claim 27, MSWord in view of McArdle does not 
expressly disclose a computer-readable medium having executable instructions 
according to claim 20 for printing selected ones of the pairs of companion items 
according to a selected print sequence. 

However, Nara teaches printing selected ones of the pairs of companion items 
according to a selected print sequence (col. 17, lines 25-67; Fig. 18; Fig. 27-28; Fig. 31; 
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Nara teaches a bookbinding printing process which is used to print selected pages of 
the book.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of McArdle for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to independent claim 28, MSWord discloses a system for enabling 
creation and viewing of an electronic literary work, said system comprising: 

(a) Lazareck teaches a composition component for creating the electronic literary 
work (Fig 3; Figs. 4-5; MSWord discloses inserting clip art in a document. It has 
been established and is well known in the art, that MSWord is capable of creating 
an electronic literary work. Using the broadest reasonable interpretation, the 
Examiner concludes that any electronic document or a group of electronic 
documents, which consist of text or digital images, or a combination thereof 
would be considered as electronic literary work.). 

(b) a storage component for storing an archive set of digital images for 
retrieval by said composition component (Figs. 2-3; MSWord discloses a 
Microsoft ClipArt Gallery which stores a plurality of digital images under different 
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categories. Thus MSWord teaches providing an archive image set, which 
includes a plurality of digital images.). 

MSWord does not expressly disclose: 

(a) said composition component including editing capabilities which permit user- 
defined image data to be respectively associated with each of a plurality a 
digital images, thereby to define pairs of companion image items which may be 
arranged according to a selected storyboard sequence, 
(c) a viewing component for enabling the electronic literary work created by said 
composition component to be viewed according to said 

McArdle teaches 

(a) said composition component including editing capabilities which permit user- 
defined image data to be respectively associated with each of a plurality a digital 
images, thereby to define pairs of companion image items which may be 
arranged according to a selected storyboard sequence (0121; 01 55; 01 62; 01 66; 
0070-0071; 0144-0146; McArdle teaches a storyboard board sequence wherein 
the user selects, drags and drop elements onto a background from a repertoire 
of screen elements, thereby creating a unique new image. McArdle also teaches 
image data to be respectively associated with each of a plurality a digital images, 
thereby to define pairs of companion image items which may be arranged 
according to a selected storyboard sequence. For example, wherein creating an 



Application/Control Number: 10/828,517 Page 64 

Art Unit: 2176 

e-card, the user is can select drag and drop an image of a birthday cake on the 
card. The user may also create text (like "Happy Birthday") and drag and drop 
the text onto the card. McArdle teaches the user is able to create text which is 
dynamically turned into an element.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine McArdle with MSWord for the benefit of creating an 
audio or video storyboard (0071 ). 

Nara teaches, 

(c) a viewing component for enabling the electronic literary work created by said 

composition component to be viewed according to said storyboard sequence (col. 
25, lines 47 - col. 26 , line 67; Fig. 43 - Fig. 45; Nara teaches a preview display 
which displays the images in the arranged order as they would appear within the 
electronic literary work.), (col. 25, lines 47 - col. 26 , line 67; Fig. 43 - Fig. 45; 
Nara teaches a preview display which displays the images in the arranged order 
as they would appear within the electronic literary work. Thus Nara teaches 
displaying the pairs of companion image items on the display according to said 
storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of McArdle for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
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can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to dependent claim 29, MSWord discloses a system according to 
claim 28 wherein said composition component and said storage component reside on a 
common computer system (It has been established and is well known in the art that 
MSWord is typically installed on a client's computer.). 

In regards to dependent claim 30, MSWord discloses a system according to 
claim 29 wherein said composition component and said viewing component are part of 
a common application program (Fig. 8; MSWord discloses composing an electronic 
document. MSWord also disclose the Print Preview icon, which displays the composed 
document. Thus, said composition component and said viewing component are part of a 
common application program.). 

In regards to dependent claim 31, MSWord discloses a system according to 
claim 28 wherein said composition component and said storage component reside on 
different computer systems (Fig. 5; Fig. 6; MSWord discloses importing clip-art using a 
Clip Online function in which additional clip-art is downloaded to Clip Gallery of the 
user's computer via the Internet.). 
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In regards to dependent claim 32, MSWord discloses a system according to 
claim 31 wherein said storage component is located on a remote computer system from 
said composition component, and including a suitable communications interface for 
accessing said storage component (Fig. 5; Fig. 6; MSWord discloses importing clip-art 
using a Clip Online function in which additional clip-art is downloaded to Clip Gallery of 
the user's computer via the Internet.). 

In regards to dependent claim 35, MSWord in view of McArdle does not 
expressly disclose a system according to claim 28 wherein said viewing component 
enables the electronic literary work to be displayed as an electronic book. 

Nara teaches wherein said viewing component enables the electronic literary 
work to be displayed as an electronic book (col. 25, lines 47 - col. 26, line 67; Fig. 38; 
Fig. 43 - Fig. 45; Nara teaches a preview display which displays the images in the 
arranged order as they would appear within the electronic book.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of McArdle for the benefit 
of displaying the structure of an edited book file in a preview window so that the user 
can visually confirm the book file layout without printing it, therefore increasing the 
editing operability (col. 29, lines 53-56). 

In regards to dependent claim 36, MSWord discloses a system according to 
claim 28 wherein each of said composition component, said storage component and 
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said viewing component is at a distinct, remote location from one another, and including 
suitable communications interfaces for enabling data transmission there between (Fig. 
5; Fig. 6; MSWord discloses importing clip-art using a Clip Online function in which 
additional clip-art is downloaded to Clip Gallery of the user's computer via the Internet.). 

In regards to independent claim 37, MSWord discloses a system for use in 
creating an electronic literary work, comprising: 

(a) a storage device for storing a plurality of digital images as an archive 
image set ((Figs. 2-3; MSWord discloses a Microsoft ClipArt Gallery which stores 
a plurality of digital images under different categories. Thus MSWord teaches 
providing an archive image set, which includes a plurality of digital images.). 

(b) a display device (Fig. 2; Fig. 3; MSWord discloses inserting clip art in a 
document. Using the broadest reasonable interpretation, the Examiner 
concludes that the user's computer which is used for viewing the clip-art 
can be interpreted is a display device / an output device.). 

(c) an output device (Fig. 2; Fig. 3; MSWord discloses inserting clip art in a 
document. Using the broadest reasonable interpretation, the Examiner 
concludes that the user's computer which is used for viewing the clip-art 
can be interpreted is a display device / an output device.). 

(d) a processor programmed to: 

(i) retrieve an imported image set of digital images from said storage 
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device (Figs. 2-3; MSWord discloses a Microsoft ClipArt Gallery which 
stores a plurality of digital images under different categories. Thus 
MSWord teaches retrieving an imported image set of digital images from 
said storage device.). 

(ii) generate a contact sheet view from the imported image set by 
populating a first working area of said display device with at least some of 
said plurality of digital images, thereby to define a working image set (Fig 
3; Figs. 4-5; Figs. 11-12; MSWord discloses inserting clip art in a 
document. Using the broadest reasonable interpretation, the Examiner 
concludes the working document is analogous to the working area. As 
described within the specification, a contact sheet view is merely a display 
of the imported images. Therefore MSWord generate a contact sheet view 
from the imported image set by populating a first working area of said 
display device with at least some of said plurality of digital images, thereby 
to define a working image set.). 

MSWord does not expressly disclose: 

(Hi) generate a storyboard view by arranging digital images within the 
working image set into a selected storyboard sequence on said display 
device; 

(iv) associate respective image data with at least some of the digital 
images in said storyboard viewing sequence, thereby to define pairs of 
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companion image items; and 

(v) control at least one of said display device and said output device to 
display said pairs of companion image items to the storyboard sequence. 

McArdle teaches, 

(Hi) generate a storyboard view by arranging digital images within the 
working image set into a selected storyboard sequence on said 
display device (0121; 0155; 0162; 0166; 0070-0071; 0144-0146; 
McArdle teaches a storyboard board sequence wherein the user 
selects, drags and drop elements onto a background from a 
repertoire of screen elements, thereby creating a unique new 
image.). 

(iv) associate respective image data with at least some of the 
digital images in said storyboard viewing sequence, thereby to 
define pairs of companion image items; and (0121; 01 55; 01 62; 
0166; 0070-0071; 0144-0146; McArdle teaches a storyboard board 
sequence wherein the user selects, drags and drop elements onto 
a background from a repertoire of screen elements, thereby 
creating a unique new image. McArdle also teaches associate 
respective image data with at least some of the digital images in 
said storyboard viewing sequence, thereby to define pairs of 
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companion image items. For example, wherein creating an e-card, 
the user is can select drag and drop an image of a birthday cake on 
the card. The user may also create text (like "Happy Birthday") and 
drag and drop the text onto the card. McArdle teaches the user is 
able to create text which is dynamically turned into an element.). 
Therefore at the time of the invention it would have been obvious to 
one of ordinary skill in the art to combine McArdle with MSWord for the 
benefit of creating an audio or video storyboard (0071 ). 

Nara teaches 

(v) control at least one of said display device and said output device to 
display said pairs of companion image items to the storyboard sequence. 
(col. 25, lines 47 - col. 26 , line 67; Fig. 43 - Fig. 45; Nara teaches a 
preview display which displays the images in the arranged order as they 
would appear within the electronic literary work. Thus Nara teaches 
displaying the pairs of companion image items on the display according to 
said storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of McArdle for the 
benefit of displaying the structure of an edited book file in a preview window so 
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that the user can visually confirm the book file layout without printing it, therefore 
increasing the editing operability (col. 29, lines 53-56). 



In regards to independent claim 42, MSWord discloses a system for use in 
creating an electronic literary work, comprising: 

(a) storage means for storing a plurality of digital images as an archive image 
set (Figs. 2-3; MSWord discloses a Microsoft ClipArt Gallery which stores 
a plurality of digital images under different categories. Thus MSWord 
teaches providing an archive image set, which includes a plurality of digital 
images.). 

(b) display means (Fig. 2; Fig. 3; MSWord discloses inserting clip art in a 
document. Using the broadest reasonable interpretation, the Examiner 
concludes that the user's computer which is used for viewing the clip-art 
can be interpreted is a display device / an output device.). 

(c) output means (Fig. 2; Fig. 3; MSWord discloses inserting clip art in a 
document. Using the broadest reasonable interpretation, the Examiner 
concludes that the user's computer which is used for viewing the clip-art 
can be interpreted is a display device / an output device.). 

(d) processing means operative to: 

(i) retrieve an imported set of the digital images from said storage 
means (Figs. 2-3; MSWord discloses a Microsoft ClipArt Gallery 
which stores a plurality of digital images under different categories. 
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Thus MSWord teaches retrieving an imported image set of digital 
images from said storage device.). 
(ii) generate a contact sheet view from imported image set by 

populating a first working area of said display means with at least 
some of said plurality of digital images, thereby to define a working 
image set (Fig 3; Figs. 4-5; Figs. 11-12; MSWord discloses 
inserting clip art in a document. Using the broadest reasonable 
interpretation, the Examiner concludes the working document is 
analogous to the working area. As described within the 
specification, a contact sheet view is merely a display of the 
imported images. Therefore MSWord generate a contact sheet 
view from the imported image set by populating a first working area 
of said display device with at least some of said plurality of digital 
images, thereby to define a working image set.). 



MSWord does not expressly disclose: 

(Hi) with the generate a storyboard view by arranging digital images 

working image set into a selected storyboard viewing sequence on 

said display means; 
(iv) associate respective image data with at least some of the digital 

images in said storyboard viewing sequence, thereby to define 

pairs of companion image items; and 
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(v) control at least one of said display means and said output means to 
display said pairs of companion image items to the storyboard 
viewing sequence. 



McArdle teaches 

(Hi) with the generate a storyboard view by arranging digital images 

working image set into a selected storyboard viewing sequence on 
said display means (0121; 0155; 0162; 0166; 0070-0071; 0144- 
0146; McArdle teaches a storyboard board sequence wherein the 
user selects, drags and drop elements onto a background from a 
repertoire of screen elements, thereby creating a unique new 
image.). 



(iv) associate respective image data with at least some of the 
digital images in said storyboard viewing sequence, thereby to 
define pairs of companion image items (01 21 ; 01 55; 01 62; 01 66; 
0070-0071 ; 0144-0146; McArdle teaches a storyboard board 
sequence wherein the user selects, drags and drop elements onto 
a background from a repertoire of screen elements, thereby 
creating a unique new image. McArdle also teaches associate 
respective image data with at least some of the digital images in 
said storyboard viewing sequence, thereby to define pairs of 
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companion image items. For example, wherein creating an e-card, 
the user is can select drag and drop an image of a birthday cake on 
the card. The user may also create text (like "Happy Birthday") and 
drag and drop the text onto the card. McArdle teaches the user is 
able to create text which is dynamically turned into an element.). 
Therefore at the time of the invention it would have been obvious to one of 

ordinary skill in the art to combine McArdle with MSWord for the benefit of 

creating an audio or video storyboard (0071). 

Nara teaches 

(v) control at least one of said display means and said output means to 
display said pairs of companion image items to the storyboard viewing 
sequence (col. 25, lines 47 - col. 26 , line 67; Fig. 43 - Fig. 45; Nara 
teaches a preview display which displays the images in the arranged order 
as they would appear within the electronic literary work. Thus Nara 
teaches displaying the pairs of companion image items on the display 
according to said storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine Nara with MSWord in view of McArdle for the 
benefit of displaying the structure of an edited book file in a preview window so 
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that the user can visually confirm the book file layout without printing it, therefore 
increasing the editing operability (col. 29, lines 53-56). 

In regards to independent claim 43, MSWord discloses an electronic literary 
work produced by a method comprising: 

(a) providing an archive image set which includes a plurality of digital images 
(Figs. 2-3; MSWord discloses a Microsoft ClipArt Gallery which stores a 
plurality of digital images under different categories. Thus MSWord 
teaches providing an archive image set, which includes a plurality of digital 
images.). 

(b) populating a first working area of an application program with selected 
digital images from the archive image set, thereby to generate a contact 
sheet view comprising an imported image set (Fig 3; Figs. 4-5; Figs. 1 1 - 
12; MSWord discloses inserting clip art in a document. Using the 
broadest reasonable interpretation, the Examiner concludes the working 
document is analogous to the working area. As described within the 
specification, a contact sheet view is merely a display of the imported 
images. Therefore MSWord discloses generating a contact sheet view 
comprising an imported image set). 

(c) populating a second working area of the application program with selected 
digital images from the imported image set, thereby establishing a working 
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image set (Figs. 6-8; MSWord discloses populating a second 
document/working area or a different/second page within the same 
document of the application program with selected digital images from the 
imported image set, thereby establishing a working image set.). 

MSWord does not expressly disclose: 

(d) arranging the digital images which comprise said working image set into a 
selected storyboard sequence; 

(e) associating respective image data with at least some of the digital images 
in said working image set, thereby to define pairs of companion image 
items; and 

(f) displaying the pairs of companion image items on the display according to 
said storyboard viewing sequence. 

McArdle teaches, 

(d) arranging the digital images which comprise said working image set into a 
selected storyboard sequence (0070-0071; 0144-0146; McArdle teaches a 
storyboard board sequence wherein the user selects, drags and drop 
elements onto a background from a repertoire of screen elements, thereby 
creating a unique new image.). 

(e) associating respective image data with at least some of the digital images 
in said working image set, thereby to define pairs of companion image 
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items (0121; 0155; 0162; 0166; McArdle teaches associating respective 
image data with at least some of the digital images in said working image 
set, thereby to define pairs of companion image items. For example, 
wherein creating an e-card, the user is can select drag and drop an image 
of a birthday cake on the card. The user may also create text (like "Happy 
Birthday") and drag and drop the text onto the card. McArdle teaches the 
user is able to create text which is dynamically turned into an element.). 

Therefore at the time of the invention it would have been obvious to one of 
ordinary skill in the art to combine McArdle with MSWord for the benefit of 
creating an audio or video storyboard (0071). 

Nara teaches, 

(f) displaying the pairs of companion image items on the display according to 
said storyboard viewing sequence (col. 25, lines 47 - col. 26 , line 67; Fig. 
43 - Fig. 45; Nara teaches a preview display which displays the images in 
the arranged order as they would appear within the electronic literary 
work. Thus Nara teaches displaying the pairs of companion image items 
on the display according to said storyboard sequence.). 

Therefore at the time of the invention it would have been obvious to one of 
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ordinary skill in the art to combine Nara with MSWord in view of McArdle for the 
benefit of displaying the structure of an edited book file in a preview window so 
that the user can visually confirm the book file layout without printing it, therefore 
increasing the editing operability (col. 29, lines 53-56). 

Note 

It is noted that any citations to specific, pages, columns, lines, or figures in the 
prior art references and any interpretation of the reference should not be considered to 
be limiting in any way. A reference is relevant for all it contains and may be relied upon 
for all that it would have reasonably suggested to one having ordinary skill in the art. 
SeeMPEP 2123. 

Response to Arguments 

Applicant's arguments filed 26 May 2009 have been considered but are moot in 
view of the new ground(s) of rejection. A new ground(s) of rejection is made in view of 
MSWord, McArdle and Nara. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James J. Debrow whose telephone number is 571-272- 
5768. The examiner can normally be reached on 8:00-5:00pm. 



Application/Control Number: 10/828,517 Page 79 

Art Unit: 2176 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Doug Hutton can be reached on 571-272-4137. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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